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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

]2[ Responsive to communication (s) filed on ^f—T-S — 2JZ - 

□ This action is FINAL. 

□ Since this app.ication is in cond«ion ,or a^ance ^^.^^'^^^ 
accordance with the practice under Ex parte Quayle, 1935 D.C. 11, 453 O.G. 21 3. 

'■ — -3 month(s), or thirty days, 

A shortened statutory period for response to this action ■ i set to exp. e for pse ^ Muse 

1.136(a). 

Disposition of Claims 

. » is/are pending in the application. 

Claim(s) / 1 \sfare withdrawn from consideration. 



Of the above, claim(s) _ ■ " is/are allowed. 

□ Claim(s) , _ . is/are rejected. 

[2( Claim(s) . L — / ^ — is/are objected to. 

□ Claim(s) are subject to restriction or election requirement. 

□ Claim(s) " 

Application Papers 

□ See the attached Notice otDra^^^ 

□ The drawing(s) filed on js p approved □ disapproved. 

□ The proposed drawing correction, filed on . • 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-{d). 

Jjf All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

3 received in Application No. (Series Code/Serial Number) 7 ■■ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

♦Certified copies not received: ■ 

□ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 



Notice of Reference Cited, PTO-892 
Information Disclosure Statement(s). PTO-1449, Paper No(s) 

□ Interview Summary, PTO-413 

^ Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the diverse features now claimed but 
not apparent to the eye from the drawings must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

See the patents to Higuchi et al (205) and Chikaraishi et al (838) for suggested drawing 
formats to illustrate claimed features. 

More informative structural details at the point of novelty must be provided in the 
Abstract. 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless ~ 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); /// re Van Ornum, 686 
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F.2d 937, 214 USPQ 761 (CGPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 1-12 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the alternative, 

under 35 U.S.C. 103(a) as obvious over Sun or Higuchi et al (5,702,3 1 1). 



Inherent features of the reference golf balls are claimed. In the ball shown in Fig. IB of 



Higuchi et al, the layer 2b is an inner cover, as broadly as claimed. As thus construed, only \ 
inherent features of said ball are claimed. It is also noted that claim 10 of the Higuchi et al 
reference expressly defines the same parameters recited in applicant's claim 1 . Any possible 
distinctions over the reference golf balls are obvious minor variants thereof simply to provide 
comparative examples. 

Claims 1-12 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-1 1 of U.S. Patent No. 5,688,595. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because they 
define only obvious minor variants thereof for the purpose of providing comparative examples.. 

No claim is allowed. 




Serial Number: 08/898,753 
Art Unit: 3711 



Page 4 



Any inquiry concerning this communication should be directed to Examiner Mario at 
telephone number (703) 308-1 148. 



Marlo/tnt 



May 28, 1998 




GEORGE J. MARLO 
PRIMARY EXAMINER 
ART UNIT 334 



